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1 )|EI Responsive to communication(s) filed on 12/12/2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-25 is/are rejected. 

7) 0 Claim(s) is/are objected to. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1. Claims 1-25 have been examined. Claims 1-3, 13-15, 20, and 22-25 have been 
amended. No new matter has been added. 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



3. Claims 21-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

4. Claims 21 and 23 are directed to a method. Claims 21 and 23 recite receiving, 
providing user specific data/ transferring the unique membership. However, this is 
merely software, and it has been held that software without a required computer- 
readable medium-storing software that, when executed, causes the computer to perform 
a particular process or method (MPEP 2106.01) is merely nonfunctional descriptive 
material and non-statutory under 35 U.S.C. 101. 



Claim Rejections - 35 USC § 101 



2. 



35 U.S.C. 101 reads as follows: 



Claims 22 and 24-25 are rejected as each depends from Claims 21 and 23 
respectively. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Giovannoli (US. 5,842,1 78) in view of Zalewski et al. (US 6,771 ,981 .) 

7. With respect to Claim 1 , Giovannoli teaches a system for membership enrollment 
comprising: 

a. an enrollment system including an enrollment system server for 
processing data in connection with a user ("178; col. 4, lines 4-7); 

b. a first supplier system for providing a first membership indicia to said 
enrollment system in response to said user data ('178; Col. /lines 4/64-5/1 1 ; Also 
see Fig. 7 for buyers' registration ); 

c. a second supplier system for providing a second membership indicia to 
said enrollment system in response to said user data, said second membership 
indicia different from said first membership indicia ('178; Col4, lines 53-63; Also 
see Fig. 7 for vendors' registration) 



Giovannoli does not disclose clearly: 
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d. a readable storage device including a database for storing said first and 
second membership indicia, and said user data; 

e. an enrollment system reader in communication with said readable storage 
device and said enrollment system server, said reader receiving said user data . 
However, Zalewski et al. discloses a readable storage device including a 

database for storing said first and second membership indicia, and said user data; and 
an enrollment system reader in communication with said readable storage device and 
said enrollment system server, said reader receiving said user data ('981; Col. 7, lines 
14-20; Col. 8, lines 13-19,49-56.) 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include in the requests for quotation' system of 
Giovannoli ('178; Abstract) the use of an electronic device of a transponder as taught by 
Zalewski et al. ('981 ; Abstract) for providing local data transfer. 

Claim 12 is rejected as the same reason with Claim 1 . 

8. With respect to Claim 2, the combined art teaches a system according to claim 1 . 
Zalewski et al. discloses wherein said reader is in communication with said enrollment 
system for providing said user data to said first and second suppliers ('981 ; Col. 7, lines 
14-20). 
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Claim 13 is rejected as the same reason with Claim 2. 

9. With respect to Claim 3, the combined art teaches system according to claim 1 . 
Giovannoli discloses wherein said enrollment system server provides said first and 
second membership indicia to said readable storage device, said readable storage 
device storing said first and second membership indicia in said readable storage device 
database (178; Col. 5, lines 5-11; Col. 6, lines 12-14). 

Claim 14 is rejected as the same reason with Claim 3. 

10. With respect to Claim 4, the combined art teaches a system according to claim 3. 
Zalewski et al. discloses wherein said readable storage device database further 
includes a rewards data file for storing rewards value ('981; col. 9, lines 10-12). 

Claim 15 is rejected as the same reason with Claim 4. 

1 1 . With respect to Claim 5, the combined art teaches a system according to claim 4. 
Zalewski et al. discloses further including a first supplier reader and a second supplier 
reader, said first and second supplier readers in communication with said enrollment 
system, said first and second supplier readers for providing said interrogation signal and 
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receiving at least one of said first and second membership indicia ('981; Col. 8, lines 16- 
21). 

12. With respect to Claim 6, the combined art teaches a system according to claim 5. 
Zalewski et al. discloses wherein at least one of said first and second supplier systems 
provides value to said rewards data file ('981 ; Col. 1 1 , lines 62-67). 

Claim 16 is rejected as the same reason with Claim 6. 

1 3. With respect to Claims 7 and 8, the combined art teaches a system according to 
claim 6. Zalewski et al. discloses wherein said value is provided in accordance with said 
user data, and wherein said value is provided in response to receipt of said user data 
('981; col./lines 11/62-12/13). 

Claim 17 is rejected as the same reason with Claims 7 and 8. 

14. With respect to Claim 9, the combined art teaches a system according to claim 3. 
Giovannoli discloses wherein said readable storage device stores said first membership 
indicia prior to storing said second membership indicia ('178; Col. 5, lines 5-11; Col. 6, 
lines 12-14). 
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Claim 18 is rejected as the same reason with Claim 9. 

15. With respect to Claim 10, the combined art teaches a system according to claim 
3. Giovannoli discloses wherein said readable storage device stores said first and 
second membership indicia substantially simultaneously ('178; Col. 5, lines 5-11; Col. 6, 
lines 12-14). 

Claim 19 is rejected as the same reason with Claim 10. 

16. With respect to Claim 1 1 , the combined art teaches a system according to claim 
3. Giovannoli discloses wherein said readable storage device stores at least one of said 
first and second membership indicia automatically (178; Col. 5, lines 5-11; Col. 6, lines 
12-14). 

Claim 20 is rejected as the same reason with Claim 1 1 . 

1 7. Claim 21 is rejected as the same reason with Claim 1 . 

18. With respect to Claim 22, , the combined art teaches a method according to 
claim 21: 

Zalewski et al. discloses further comprising: 
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receiving at least one of the unique membership numbers from the storage device upon 
presentation of the device to a first service provider, the unique membership number 
identifying the user as a member of a first service provider membership program and 
authenticating authenticity of at least the membership number and user ('981; Col. 7, 
lines 14-20; col 1 1 , lines 39-53); 

providing rewards points to the storage device in accordance with at least one of the 
unique membership number and a transaction indicia; and providing means for storing 
the rewards points for later redemption ('981 ; Col./line 1 1/62-12/13). 

1 9. Claim 24 is rejected as the same reason with claim 21 . 

20. Claim 23 is rejected as the same reason with claim 12. 

21 . With respect to Claim 25, the combined art teaches a method according to 24. 
Zalewski et al. discloses wherein the transfer of at least one of said rewards points, user 
specific data, and unique membership number is via RF ('981 ; Col. 8, lines 40-56). 
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Conclusion 

22. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

23. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HIEP NGUYEN whose telephone number is (571 ) 270- 
521 1 . The examiner can normally be reached on Monday through Friday 7:30AM- 
5:00PM. 

24. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry O'Connor can be reached on (571) 272-6787. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or (571) 272-1000. 

/H. N./ 

Examiner, Art Unit 3686 
April 7, 2009 



/Gerald J. O'Connor/ 
Supervisory Patent Examiner 
Group Art Unit 3686 



